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DETAILED ACTION 
Election/Restrictions 

1 . Applicant's election without traverse of Group I in the reply filed on 4/28/06 is 
acknowledged. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claim 89 is rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Specifically, the instant claims are directed to 
both method and apparatus claims; claims may only be directed to one invention. It 
should be noted that for the purpose of examination claim 89 has been considered an 
apparatus claim in the remainder of this Office Action. 

Claim Rejections - 35 USC § 112, 2 nd paragraph 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 1-29, 75-83, and 89 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

Claim 1 is indefinite in that it is not clear whether "the enzyme" which is 
inactivated (line 8) is only one enzyme or all the enzyme (in the event that more than 
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one enzyme is used). Changing "the enzyme" to "the said at least one enzyme" would 
appear to remedy this issue. 

Claim 12 is confusing in that it is not clear whether same is referring to two 
outlets, one for water soluble element and one for water-insoluble elements, or just one 
outlet. 

Claims 17 and 79 are confusing in what is meant by the thread having a sheet 
located at its periphery. 

Claim 19 is indefinite in that it is not clear what the reverse direction is relative to. 
In other words without any reference, the screw moving in either direction may be 
considered a "reverse direction". It appears that Applicants may have intended to claim 
that same may alternatively move in both forward and reverse directions. 

Claim 75 is indefinite in that it is not clear whether the claim is limited by the 
"preferably a raw material in the form of by products or waste products from the 
processing of foodstuffs" limitation or the broader "animal or vegetable raw material (see 
lines 2). 

In claim 80, "the outlets" is confusing in that it is not clear whether this is limiting 
the "at least one outlet" of claim 75 to exclude the option of only one outlet. 

In claim 80, the Markush group is confusing in that it is not clear the particular 
alternatives being set forth. Conventional Markush language employs the format 
"selected from the group consisting of A, B, and C." 

In claim 81 , "the outlet" is confusing in that it is not clear whether this is limiting 
the "at least one outlet" of claim 75 to exclude the option of more than one outlet. 
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In claim 83, "the fatty fraction" lacks antecedent basis. 

In claim 89, "the resulting hydrolysis products" lacks antecedent basis. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 1-7, 11,12, 14, 21, 22, 25, 74, and 89 are rejected under 35 
U.S.C. 102(b) as being anticipated by Fuentevilla. 

Fuentevilla discloses a plant for continuous hydrolysis of a protein containing raw 
material (e.g. fish) and application of said products by way of packaging for commercial 
use. More specifically, Fuentevilla discloses a hydrolysis area (e.g. digester with tubular 
tanks and pipes), an inactivation area (preheater with steam), and separation area 
wherein the treated material is separated into solid and liquid portions by separating 
screens wherein it is inherent that said that at least separated outlets for the liquid and 
solids (as called for in instant claim 1 1) are present (e.g. Abstract; cols. 2 and 3). It is 
further expected that the digester therein would naturally maintain any emulsion therein 
from reaching a certain size by the limited space of the closed system therein. 

Said claims further call for a collection area wherein pieces of protein-containing 
material are collected and provided to the hydrolysis area. However, the pump and 
pipes used to introduce the fish material into the first digesting vessel of Fuentevilla 
inherently act as a collecting area for same. In the alternative, Fuentevilla discloses 
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introduction of a fragmented raw material which would indicate apparatus employed to 
reduce the size of same (as called for in claim 22) and that same would inherently 
provide a collection area for said material whether this is a vessel or pipe. 

Although it is noted that some of the claims (e.g. claims 3-7) appear to be related 
to method steps, the instant claims are apparatus claims and the manner in which a 
machine is to be utilized is not germane to the issue of patentability of the machine 
itself. In re Otto, 136 USPQ 458. Nevertheless, it is asserted that the system of 
Fuentevilla is capable of housing an emulsion as called for in any one of claims 3-7. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 8, 18, 19, 23, 24, and 26-29 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Fuentevilla. 

The claims further call for slanted filter screens. Although Fuentevilla discloses 
the use of vibrating separating screens to remove solids from liquids, it is silent 
regarding whether or not said screens are slanted. However, devices employing 
slanted screens are notoriously well known, and, absent a showing of unexpected 
results, it would have been obvious to one having ordinary skill in the art at the time of 
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the invention to have included same as a matter of preference depending on the cost of 
screens available or the availability of same. 

Claim 18 further calls for an agitator used adjacent the outlet of the inactivation 
reactor that suspends solid material in the reaction mixture. It should be noted that the 
vibrating separating screens in Fuentevilla would provide such function. However, it is 
not clear how far the screens exist from the inactivation reactor. Nevertheless, such 
determination, absent a showing of unexpected results, would have been well within the 
purview of a skilled artisan, and it would have been further obvious to have provided 
same adjacent to the outlet as a matter of preference for example, to provide a system 
which occupies less space. 

The claims further call for the inclusion of a pump to move material from the 
inactivation area and toward the separation area. Although Fuentevilla is silent 
regarding the means used to move separated materials following the digester, pumps 
are notoriously well known for transfer of material, and it would have been further 
obvious to have employed such means as a matter of preference for its common use as 
a transferring means for liquid material. 

Claims 23, 24, and 26-29 call for the apparatus to be capable of hydrolyzing a 
certain amount of material for a certain time and to yield a certain amount of product, 
respectively. It is not clear that Fuentevilla is capable of providing such specific 
amounts. However, such determination as to the size, processing time, and product 
yield would have been well within the purview of a skilled artisan, and, it would have 
been further obvious to have arrived at such amounts as a matter of preference 
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depending on the amount of material to be treated and the processing speed/time 
desired and to have provided an apparatus to achieve said amounts through routine 
experimental optimization of other apparatus variables. 

9. Claims 13, 15, 75, 76, 77 , 80, and 81 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Fuentevilla taken together with DE 2526879. 

The claims further call for the hydrolysis and inactivation areas to possess at 
least one feeder screw for conveying the reaction mixture there through. Although 
Fuentevilla is silent regarding same, it is well known to employ screw conveyors in 
reaction chambers as taught, for example, by DE 2526879 which also involves 
apparatus used to hydrolyze fish and separate same into different end products. It 
would have been obvious to one having ordinary skill in the art at the time of the 
invention to have included the rotating screw conveyor of DE 2526879 to convey 
material through portions of the hydrolysis apparatus (e.g. digester) as a matter of 
preference in convey said material. Moreover, the use of the screw conveyor would 
provide the added benefit of mixing, therefore, enhancing or quickening the hydrolyzing 
process. 

The claims further call for the use of a second and third screw to facilitate 
movement of material in other parts of the apparatus. It would have been further 
obvious to have employed such extra screw conveyors to provide more consistency of 
movement throughout the whole system. 
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10. Claims 9, 10, 82, and 83 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Fuentevilla taken together with FR 2352498 or Fuentevilla taken 
together with DE 2526879 (as in paragraph 9 above) and FR 2352498. 

Fuentevilla is silent regarding the use of a centrifuge to separate the liquid 
portion into two fractions. However, it is well known to employ centrifugation to 
separation liquids into different fractions. For example, FR 2352498 discloses 
enzymatic hydrolysis of fish with separation of liquid from solid and further separation of 
the liquids therein by centrifugation (see Figure). It would have been obvious to one 
have having ordinary skill in the art at the time of the invention to have employed 
centrifugation in separation of liquids as way to attain, for example, fats and oils. It is 
noted that instant claim 9 further calls for such apparatus to be used to separation 
water-soluble protein from water-insoluble proteins, and it is expected that the 
centrifuge used in the modified apparatus of Fuentevilla would be capable of providing 
such separation due to the recitation of FR 2352498 to remove oils and inherently 
therein oil-soluble material. 

The claims further call for the inclusion of a pump to move said oil away from the 
reaction mixture. Although both Fuentevilla and FR 2352498 are silent regarding the 
means used to move separated materials from the reaction mixture, pumps are 
notoriously well known for transfer of liquid material, and it would have been further 
obvious to have employed such means as a matter of preference for its common use as 
a liquid transferring means. 
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The claims further call for a collection area wherein pieces of protein material are 
collected and then provided to the hydrolysis area. FR 2352498 further teaches the use 
of a feeder (10) which not only collects material to be digested but serves to convey 
same to the digester itself. It would have been further obvious to have incorporated 
such collecting and conveying means as a conventional feeding means as a matter of 
preference depending on costs involved, space considerations, etc. 

Claim 83 calls for the use of a decanter for separating fatty fractions. Although 
FR 2352498 teaches the use of a centrifuge for achieving same, it is well known to use 
decanting as a less complicated, cheaper alternative method for separation, and it 
would have been further obvious to have incorporated same as a conventional 
alternative separating means as a matter of preference depending on the cost involved 
or the equipment available. 

11. Claims 16, 19, and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Fuentevilla taken together with DE2526879 and either one of MacKenzie or 
Eweson. 

The claims call for a feeder screw that reverses rotation during certain periods of 
time. It should be noted that reaction vessels employ feed screws (out or in) that have 
the ability to reverse rotation as taught, for example, by either one of MacKenzie or 
Eweson. It would have been obvious to one having ordinary skill in the art at the time of 
the invention to have employed such reverse action in the screw conveyor used to aid in 
feeding of material into the vessel as well as feeding same out of the vessel into another 
location as taught, for example, by Eweson (col. 3, lines 36-43) or to enable movement 
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of material that may get caught or stuck in the vessel as taught, for example, by 
MacKenzie (col. 5, lines 1-10). 

12. Claims 17 and 79 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Fuentevilla taken together with DE2526879 and Krofta. 

The claims further call for the feeder screw to have a scoop located at its 
periphery. Such screw feeders are well known as taught, for example, by Krofta (see 
Figure 15). It would have been obvious to one having ordinary skill in the art at the time 
of the invention to have incorporated such scoop to facilitate gripping and moving of 
material with the screw feeder. 

Conclusion 

13. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Anthony Weier whose telephone number is 571-272- 
1409. The examiner can normally be reached on Monday-Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Milton Cano can be reached on 571-272-1398. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Anthony Weier 
Primary Examiner 
Art Unit 1761 

Anthony Weier 
July 4, 2006 




